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INTRODUCTION 

On  March  15 , 1984 , the  Court  requested  a memorandum  on 
the  question  of  "a  computer  program  being  part  of  the  patent 
claims"  (Trial  Transcript  at  p.  2008)  • The  Court  expressed  the 


issue  in  the  following  manner: 


"I  am  not  troubled  by  the  idea  of 
patenting  a computer  program  because  I 
believe  that  can  be  done.  I think  there  is 
law  to  that  effect.  What  I am  not  clear  on 
is  whether  you  can  just  simply  file  a program 
in  computerese  and  have  that  regarded  as  a 
part  of  your  claim. 


Ordinarily  I think  of  claims  as  somethi  g 
that  someone  can  go  to  the  Patent  Of 
read  and  understand,  and  what  makes  me  ask 
this  question  is  the  thought  that  maybe  we 
have  now  entered  an  era  that  in  or‘|®r  J d 
understand  something,  you  have  to  g 
hire  somebody  to  read  it  for  you. 

Is  that  indeed  the  case  now?" 
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(Trial  Transcript  at  p.  20m)  . Hr.  Lynch,  counsel  tor 
defendants,  Gottlieb  and  Rockwell,  took  the  opportunity  to 
reiterate  defendants'  position  that  the  computer  program  is  not 
part  of  the  patent.  The  purpose  of  this  Memorandum  is  to  discuss 

i *-  uiich  i-hat-  (1)  a computer  program  may  be 
these  issues,  and  establish  that  UJ  i 

filed  in  "computerese",  (2)  a computer  program  in  a patent 
specification  is  relevant  when  construing  means  plus 
claims,  such  as  those  in  the  '441  Reissue  Patent,  and  (3)  the 
computer  program  filed  with  the  original  patent  is  part  of  the 
specification  of  the  *441  Reissue  Patent. 


A.  A COMPUTER  PROGRAM  MAY  BE  FILED  IN  "COMPUTERESE"^ 

Title  35  U.S.C.  §112  requires  that  a patent 
specification  enable  one  "skilled  in  the  art"  to  understand  and 
use  the  disclosed  invention.  When  an  invention  involves  distinct 
arts,  the  specification  is  adequate  if  it  "enables  the  adepts  of 
each  art,  those  who  have  the  best  chance  of  being  enabled,  to 
carry  out  the  aspect  proper  to  their  specialty".  Application  of. 


Naquin,  398  F.2d  863,  865  (C.C.P.A.  1968}  (Exhibit  A).  In 
Naquin,  a patent  application  was  addressed  to  the  use  of  a 
digital  computer  for  mathematically  analyzing  seismic  wave 
measurements.  The  application  did  not  describe  the  computer 
program  in  detail.  The  Examiners  ruled  that  the  specification 
was  inadequate  because  it  would  not  teach  one  skilled  in  the 
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v-t-  how  to  program  a computer.  The  C.C.P.A. 
seismic  prospecting,  art  how 

..  is  only  necessary  that  an  average 
reversed,  holding  that  it  is  o y 

he  able  to  understand  the  computer-related 
computer  programmer  be  able 

Mamiin.  supra,  398  F.2d  at  866. 
aspects  of  the  invention.  «23 — — 

p Patent  in  suit  is  directed  to  the 
The  '441  Reissue  Patent 

J machine  defined  in  the  claims 

microprocessor-controlled  pinbal 

i,  rri es"  the  old  electromechanical 

in  issue.  The  specification 

, lnnir  art  in  the  same  way  that 
pinball  game  art  with  the  digita  g 

"married"  the  seismic  prospecting  art 
the  application  in  Naquin  married 

„Uh  the  computer  scieuce  art.  Under  Naauio,  the  Court  should 
consider  whether  a computer  programmer  can  understand  the 
computer  program  tiled  with  the  application.  The  following 
testimony  o£  Dr.  schoeffler,  plaintiffs  technical  expert, 
established  this  fact: 

The  court:  Are  you  saying  that  a person  of 
ordinary  skill  in  the  art  or  arts  that  are 
involved  here  could  read  this  document  along 
with  the  Intel  manual  and  understand  exactly 
how  this  works? 

The  witness:  Yes,  sir,  for  the  purpose  of 
understanding  the  operation  of  the  .^2 
in  particular  the  critical  things  nthe 
patent,  the  noise  immunity  things  and  the 
?eal  time  organization  of  the  program. 

The  typical  engineer  who  studies  computer 
program  is  accustomed  to  actually  writing 
?his  and  reading  it  and  interpreting  it. 

That  is  correct,  sir. 

, . . . n 2011).  Thus,  the  program  as  filed  m 

(Trial  Transcript  at  p- 

„ *.  " ^tisfies  the  "enabling"  provisions  of  §112. 

computerese  satisi-i. 

. oQo  F.2d  at  866. 

Naquin , supra,  398  * 
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_ hi  a patfnt  specification  IS 
B.  A COMPUTER  Pr-  T-ING  "MEANS  PLUS  FUNCTION- 
RELEVANT WHEN  CON»  

CLAIMS — ' ”77 


in  issue  include  elements  which  utilize 
The  claims  in  issue 

as  permitted  by  the  last 

"means  plus  function"  languag  , 

paragraph  of  35  U.S.C.  §112. 

The  statute  cogently  stateshe  rule: 

for  a combination  may 
" An  element  in  a clai  step  for 

STpJSi 

construed  to  cover  the  cor r Scribed  in  the 

TtrucuIreT^t3tirIaIT_o£3£^§._a^^  

spp.r. i f i cation  and^quivalents  thereo 

(35  U.S.C.  §112,  emphasis  added).  The  quoted  portion  of  the 

statute  permits  an  element  to  be  set  forth  as  a means  for 

performing  a function.  When  written  in  that  manner,  the  element 

comprehends  or  encompasses  that  which  is  shown  in  the 
specification  to  especially  support  that  functional  statement  and 

equivalents  thereof.  Kayton  on  Patents,  2nd  Ed.,  p.  2-20. 

in  order  to  determine  whether  a means  plus  function 

_ infrinainq  device  the  Court  must 

element  of  a claim  reads  on  an  mfr  g 9 

, ^r;hp(i  in  the  Specification  for 
determine  what  means  are  des 

^ Thp  means  plus  function  element 

performing  that  function.  T 

- device  if  the  infringing 

literally  reads  on  the  infringi  g 

. ,onMral  to  those  disclosed  in  the 
devicecontains  means  ident 

f mina  the  function,  or  equivalents 
specification  for  perfor  g 

thereof . 

One  of  the  means  plus  function  elements  of 

ltn  45  for  example,  is  "programming  means."  In 
representative  Claim 

„ „ lua„  the  meaning  of  this  clause  S 112  requite,  a 

order  to  evaluate 
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• v>  4-  mpans  are  disclosed 

* w Of  the  specification  to  determine 
^ function.  The  means  described  in 

to  perform  the  ^ o£  the  microprocessor  and 

the  specification  included  contalned  tberein  is 

me  program  contained  therein.  P « ^ speol£ication. 

me  program  listing  ehich  -as  subm  a££ect  the  scope  of 

Therefore,  the  computer  program  does  omouterese 

the  claims . The  fact  that  the  P^am  is  written  ^ 

is  irrelevant  because  the  application  is  dxrected  to  an 
understood  by  a person  of  ordinary  skill  in  the  art. 

Naquin , supra, 

<=■  srsr 

i 441  REISSUE  PATENT 

Defendants  asserted  in  the  PTO  and  no.  assert  at  trial 

that  the  computer  program  is  not  part  of  the  specification 

- . _ . . of  the  printed  document, 

because  it  is  not  printed  in  the  text,  ot  tne  p 

, ,_A  / -i  \ i +-  is  inconsistent  with 

This  position  is  erroneous  because  (1) 

the  past  and  present  practices  of  the  PTO,  (2)  it  is  inconsistent 
with  the  findings  of  the  Examiner,  and  (3)  the  equities  favor 

plaintiff • 

* or.  xavton  has  testified,  the  PTO  had  no 
As  Professor  Kayton 

a a i nn  the  processing  of  program  listings  filed 

formal  rules  regarding  tne  pt 

..  a.ions  when  the  original  patent  application  and 
with  patent  application 

1 . . Were  filed.  Consequently,  the  Court  must 

the  reissue  application 

^her  things,  the  past  and  present  practices  of 
consider , among  other 

ot  to  this  matter.  Emerson  v.  Hogg_,  8 F.  Cas. 
the  PTO  with  respect  to 

__  M v \ft45)  (NO.  4,440),  af  f 1 d . 47  U.S. 

628  at  633  (C.C.S.D.N.Y.  1846) 
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\ c q 7 (1  850)  (Exhibit  B) . 

v n n 8 (11  How.)  587 

,6  b°“'’  i. — -here- as  here' 

“I  ttle  or  no  other  ehthorlt,  to  .«  the  Coort.  X»  -re 

there  „ testified  that  the  patent  applicants 

regard.  Professor  Kayton  has  tes 

properly  acted  in  accordance  with  the  practices  of 

that  time.  A copy  of  the  relevant  pages  of  his  testimony 

concerning  this  matter  is  attached  hereto  as  Exhibit  C 

Moreover,  consistent  with  Professor  Kayton  s testimo  y, 
during  the  reissue  proceedings,  over  the  objections  of  the 
protestors,  the  Examiner  held  that  the  software  listing,  under 
appropriate  PTO  practices,  was  part  of  the  original  patent.  In 

this  regard  he  stated  that: 

"The  software  is  available  to  anyone  who 
reviews  the  instant  application  in  the  same 
manner  that  such  software  appended  to  the 
me  of  Patent  No.  4,093  ,232  was  available  to 
the  public  under  the  practice  at  that  time. 

Thus,  the  Examiner  found  that,  consistent  with  the  past  practice 

of  the  PTO,  the  listing  did  not  have  to  be  printed  in  the  written 

text  of  the  patent  to  be  part  of  the  specification. 

The  defendants  did  not  seek  the  Commissioner's  review 

of  the  Examiner’s  ruling  in  this  regard.  As  an  agent  of  the 
Commissioner,  the  Examiner  had  wide  discretion  based  on  his 

and  his  findings  should  not  be 

experience  and  expertise, 

J -i  a nlear  abuse  of  that  discretion  is  manifest, 

disturbed  unless  a clea 

. = V.  Brenner,  407  F.2d  1258  (D.C.  Cir. 

General  Electric  Company — 

. _ r circuit  held,  when  the  patent  application  as 

1968).  As  the  D.C.  ciruu 

n enabling  disclosure  under  § 112,  the  entire 
filed  provides  an  enaoiny 

^ o£  the  patent  as  issued  under  § 154,  even 
application  is  part 

though  the  program  is  not  printed  as  part  of  the  patent. 
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• t-hp  PTO  at  that  tirne 

plaintiff  follow  «>•  °£  ^ 

-uaiced  by  a situation  where  theta  -ete  no 

— — ^ court  should  hoia  that 

For  the  foregoing  reason  , i 

• • filed  with  the  original  patent  application 

the  program  listing  is  Patent  in 

• cirat-  ion  of  the  Reissue  Patent 
is  indeed  part  of  the  specificatio 


suit. 


March  28,  1984 


Philip  W.  Tone 

Keith  F • Bode 

John  H.  Mathias,  Jr. 

Gabrielle  L.  Sigel 

JENNER  6.  BLOCK 

One  IBM  Plaza 

Chicago,  Illinois  60611 

(312)  222-9350 


&.  Sidney  Katz 
jerold  B.  Schnayer 
Patrick  G.  Burns 
WELSH  & KATZ,  LTD. 

135  s.  LaSalle  Street 

Suite  1625  . cn<-no 

Chicago,  Illinois  60603 

(312)  781-9470 


[aintif  f 
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^ttficate  oe^servicb. 

that  copies  of  the  foregoing 

1 herebY  Certl  ING  the  computer  program  listing 

PLAINTIFF’S  MEMORANDUM  REGAR 

FILED  with  THE  PATENT  IN  suit  were 

w ^ - — - - - 

Suite  1540  c.rppt 

135  south  LaSalle  street 
Chicago,  Illinois 

Howard  Arvey,  Esq.  & Burman 

Arvey,  ^odes,  C t 11  _33th  ploor 

180  North  LaSalle 
Chicago,  Illinois  60601 

Gerson  E.  Meyers,  Esq-  q,1tker 

Dressier,  Goldsmith,  Shore,  Sutker 
& Milnamow,  Ltd. 

1800  Prudential  plaza 
Chicago,  Illinois  60601 

John  F.  Lynch,  Esq. 

c/o  Melvin  M.  Goldenberg,  Esq. 

McDougall,  Hersh  & Scott 
Suite  1540 

135  South  LaSalle  Street 
Chicago,  Illinois  60603 

this  28th  day  of  March,  1984. 


ofthe  Attorneys  for  Plaintiff 


application  or  naquin 

Cite  as  395  F.2d  863  (1968)  „ld  n0t  suggest  BUCh 

sition.  ™ey . W°“‘  vieWi  because  it  re- 
modification,  Davison  inven- 

r= a = 

P°^byf^BI^SiveIy  asserted 

The  solicitor  has  V resin  pro- 

lo^'views  as  to  the  ££££  in  his  brief  that  the ^ have  [sic] 
>retation  of  “about  and  th  P portions  recited  in  the  ^ shown  to 

ty  of  overlap  m the  top  \ ^ q{  the  not  been  disdo^d,^  ^ knQW  exactly 

ant’s  claims  and  the  ison  We  be-  be  critical.  ..  iticar  in  this  con- 

tairns  of  Keim  and  Davison.  ^ what  is  meant  by  cri  ^ disagree 

ieve  appellant  has  taken  c ^ ^ text  but  whatever  1 claim  limita- 

with  great  clarity,  u a „ j con.  with  the  proposition.  Th  ificance. 

shows.  Whatever  “about  0.1%  Dav.gon  ^ is  clearly  of  great  ^ ^ ^ 

strued  to  mean  in  the  K Criticality  is  usua  y under  section 

xl.  "*“*iorxs t»',«  ,~u» 

vioti”  that  In  conjunction  wim  a question  not  before  us. 

s « - * m t - *. — - — *• 

Reversed. 


■onsiderations  lead  us  to  the  sam 

fusion  relative  to  Davisom  ^ 

SofaraSWereSntionofmonopo- 

cern  about  poss  h appellant 

* aI,d f reSabe  none  by  granting  a 
that  there  will  b claims  was  predi- 

patent  on  app  ^ possible  in- 

cated  on  its  5e  possibil- 

terpr!ta  .'°I°  in  the  top  limit  of  appel- 


dear  woras  - — and  Davison,  im- 
pression as  ^ be  n0  overlap, 

‘‘about  0.1  % 1 pvtension  of  mo- 

t°necanPhIrdly  be  said  that  it  is  an  ob- 

to  Davison’s  use  of  the  resin 
late  and  anchor  acrylic  compounds  used 
to  produce  wet  and  dry  strength,  it  » 
not  obvious  to  use  an  amount 
ineffective  for  those  purposes  and  to  use 

it  for  a different  purpose. 

references  and  what they  includ- 

tention  f°r  .F^ar"  compounds  to 

ing  the  use  of  - . with  re- 

the  resin  used  by  appellan ‘ we  are 
spect  to  the  secondary  r ^ wQ^ld  sUg- 
concerned  with  w inventions  claimed 

gest  modifying  because  this  is  ex- 

by  Keim  and  Davison,  rejection 

clusively  a doub  e pa  propo- 

sed on  those  claims  and  on  tna 


almond, 

suit. 


Judge,  concurs  in  the  re- 


“ C<Applicatlon  of  Paul  J-  NAQUIN,  Jr. 
patent  Appeal  No.  7963. 

United  States  Court  of  Customs 
and  Patent  Appeals. 

• July  3,  1968. 

Anpeal  from  decision  of  Patent  Of- 
fice  Board  of  Appeals  affirming  ftnal 
rejection  of  claims  1-3  of  application  Se 
Si  No.  237,830.  The  Court  of  Cus- 
+ and  Patent  Appeals,  Rich,  J-» 

strssH- 

not  set  forth  method  in  such  terms  as 


Kos  the  practice  of  merely  matnt.t 

m A. 


nlng  tUe  pr 


Was  the  prac^^  — ‘ *v 

, the  file  followed  m the  specific  e...  h.™  ^ 

Lng  available  in  the  ri 

ror  the  re-issue  patent  in  suit! 

A Yes,  It  was.  to  show  you  a copy 

q How,  Professor  Kayton,  de_ 

ot  Pontiffs  Exhibit  436,  which  was  referred  to 

scribed  hy  Br.  Schaeffler  and  Mr.  PraderiHsen  dur  ng  ^ 

testimony  aad  which  is  the  program  listing,  which 

, t Array  Unit  Sequence  in  Mnemonic 

titled  "Programmed  Logic  Arr  y 

Cede,”  and  which  was  filed  hy  the  applicants  during  the  re- 
issue proceeding  in  the  Patent  Office.  It  is  now  a part  of 
Plaintiff’s  Exhibit  1,  the  re-lssue  file  wrapper,  in  Volume 
16  of  the  20  volume  compendia.  Bates  number  page  -1761 


through  1770. 


Now,  Professor  Kayton,  are  you  familiar 
with  this  document?  . 


Yes,  I have  seen  it.  I have  seen  it  in  the  file  wrapper 
the  original  patent.  I have  heard  Dr.  Schoeffler  testify 
about  it,  and  I have  heard  Mr.  Frederiksen  testify  about  it. 
q Is  that  program  listing  part  of  the  patent 
even  though  it  is  not  printed  as  part  of  the 
A it,  definitely  is. 


disclosure, 
patent? 


: j.  ,*.*»*•" 

MR.  LYNCH:  Objection,  your  Honor.  I believe  that 
24  11  ls  a question  of  law.  There  has  been  no  testimony  about  thi 
* n practice , what  this  .Ue6ed  practice  was  „r 
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I exhibit 


